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SUBCHAPTER A - GENERAL

PART 1 - RULES OF PRACTICE IN
PATENT CASES

Subpart A - General Provisions

GENERAL INFORMATION AND CORRESPONDENCE
Sec
1.1 All communications to be addressed to the Commissioner of
Patents and Trademarks.
1.2 Business to be transacted in writing,
1.3 Business to be conducted with decorum and courtesy.
1.4 Nature of correspondence. ‘
1.5 Identification of application, patent or registration.
1.6 Receipt of letters and papers.
1.7 Times for taking action; expiration on Saturday, Sunday, or Federal
holiday.
1.8 Cenrtificate of mailing.
* 1.9 Definitions,
¥ 1.10 Filing of papers and fees by “Express Mail” with certificate.
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RECORDS AND FILES OF THE PATENT AND TRADEMARK
OFFICE
1.11 Files open to the public.
1.12 Assignment records open to public inspection.
1.13 Copies and certified copies.
1.14 Patent applications preserved in secrecy.
1.15 Requests for identifiable records.

FEES AND PAYMENT OF MONEY
1.16 National application filing fees.
1.17 Patent application processing fees.
1.18 Patent issue fees.
1.19 Document supply fees.
1.20 Post-issuance fees.
1.21 Miscellaneous fees and charges.
1.22 Fees payable in advance.
1.23 Method of payment.
1.24 Coupons.
1.25 Deposit accounts.
1.26 Refunds.
1.27 Statement of status as small entity.
1.28 Effect on fees of failure to establish status, or change status, as a
small entity.

Subpart B - National Processing
Provisions

PROSECUTION OF APPLICATION AND APPOINTMENT OF
ATTORNEY OR AGENT

1.31 Applicants may be represented by a registered attomey or agent.

1.32 Prosecution by assignee.

1.33 Correspondence respecting patent applications, reexamination
proceedings, and other proceedings.

1.34 Recognition for representation.

1.36 Revocation of power of attorney or authorization; withdrawal of
attorney or agent.

WHO MAY APPLY FOR A PATENT
1.41 Applicant for patent.
1.42 When the inventor is dead.
1.43 When the inventor is insane or legally incapacitated.
1.44 Proof of authority.
1.45 Joint inventors.
146 Assigned inventions and patents.
1.47 Filing when an inventor refuses to sign or cannot be reached.
1.48 Correction of inventorship.

THE APPLICATION
1.51 General requisites of an application.
1.52 Language, paper, writing, margins.
1.53 Serial number, filing date, and completion of application.
1.54 Parts of application to be filed together; filing receipt.
1.55 Claim for foreign priority.
1.56 Duty of disclosure; fraud; striking or rejection of applications.
1.57 [Reserved]
1.58 Chemical and mathematical formulas and tables.
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1.59 Papers of application with filing date not to be retumed.

1.60 Continuation or divisional epplication: for invention disclosed in
a prior application.

1.61 [Reserved)

1.62 File wrapper continuing procedure.

OATH OR DECLARATION
1.63 Qath or declaration.
1.64 Person making oath or decleration.
1.66 Officers authorized to administer oaths.
1.67 Supplemental oath or declaration.
1.68 Declaration in lieu of oath,
1.69 Foreign language oaths and declaration.
1.70 [Reserved)

SPECIFICATION
1.71 Detailed description and specification of the invention.
1.72 Title and abstract.
1.73 Summary of the invention.
1.74 Reference to drawings.
1.75 Claim(s).
1.77 Arrangement of application elements.
1.78 Claiming benefit of earlier filing date and cross-references to
other applications.
1.79 Reservation clauses not permitted.

THE DRAWINGS
1.81 Drawings required in patent application.
1.83 Content of drawing.
1.84 Standards for drawing.
1.85 Corrections to drawings.
1.88 Useof old drawings.

MODELS, EXHIBITS, SPECIMENS
1.91 Models not generally required as part of application or patent.
1.92 Model or exhibit may be required.
1.93 Specimens.
1.94 Return of models, exhibits or specimens,
1.95 Copies of exhibits.
1.96 Submission of computer program listings.

INFORMATION DISCLOSURE STATEMENT
1.97 Filing of information disclosure statement.
1.98 Content of information disclosure statement.
1.99 Updating of information disclosure statement.

EXAMINATION OF APPLICATIONS
1.101 Order of examination.
1.102 Advancement of examination.
1.103 Suspension of action.
1.104 Nature of examination; examiner's action.
1.105 Completeness of examiner’s action.
1.106 Rejection of claims.
1.107 Citation of references.
1.108 Abandoned applications not cited.
1.109 Reasons for allowance.
1.110 Inventorship and date of invention of the subject matter of
individual claims.

ACTION BY APPLICANT AND FURTHER CONSIDERATION
1.111 Reply by applicant or patent owner.
1.112 Reconsideration.
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1.113 Final rejection or action.

AMENDMENTS
1.115 Amendment.
1.116 Amendments after final action,
1.117 Amendment and revision required.
1.118 Amendment of disclosure,
1.119 Amendment of claims.
1.121 Manner of making amendments.
1.122 Entry and consideration of amendments.
1.123 Amendments to the drawing.
1.124 Amendment of amendments.
1.125 Substitute specification.
1.126 Numbering of claims.
1.127 Petition from refusal to admit amendment.

AFFIDAVITS OVERCOMING REJECTIONS
1.131 Affidavit or declaration of prior invention to overcome cited
patent or publication.
1.132 Affidavits or declarations traversing grounds of rejection.

INTERVIEWS
1.133 Interviews.

TIME FOR RESPONSE BY APPLICANT; ABANDONMENT OF
APPLICATION

1.134 Time period for response to an Office action.

1.135 Abandonment for failure to respond within time period.

1.136 Filing of timely responses with petition and fee for extension of
time and extensions of time for cause.

1.137 Revival of abandoned application.

1.138 Express abandonment.

JOINDER OF INVENTIONS IN ONE APPLICATION;
RESTRICTION
1.141 Different inventions in one national application.
1.142 Requirement for restriction.
1.143 Reconsideration of requirement.
1.144 Petition from requirement for restriction.
1.145 Subsequent presentation of claims for different invention.
1.146 Election of species.

DESIGN PATENTS
1.151 Rules applicable.
1.152 Drawing.
1.153 Title, description and claim, oath or declaration.
1.154 Arrangement of specification.
1.155 Issue and term of design patents.

PLANT PATENTS
1.161 Rules applicable.
1.162 Applicant, oath or declaration.
1,163 Specification.
1.164 Claim.
1.165 Drawings.
1.166 Specimens.
1.167 Examination.

REISSUES
1.171 Application for reissue.
1.172 Applicants, assignees.
1.173 Specification.
1.174 Drawings.
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1.175 Reissve oath or declaration.
1.176 Examination of reissue,
1.177 Reissue in divisions.

1.178 Original patent.

1.179 Notice of reissue application.

PETITIONS AND ACTION BY THE COMMISSIONER
1.181 Petition to the Commissioner.
1.182 Questions not specifically provided for.
1.183 Suspension of rules.
1.184 Reconsideration of cases decided by former Commissioners.

APPEAL TO THE BOARD OF PATENT APPEALS AND
INTERFERENCES
1.191 Appeal to Board of Patent Appeals and Interferences.
1.192 Appellant’s brief.
1.193 Examiner’s answer.
1.194 Oral hearing.
1.195 Affidavits or declarations after appeal.
1.196 Decision by the Board of Patent Appeals and Interferences.
1.197 Action following decision.
1.198 Reopening after decision.

MISCELLANEQUS PROVISIONS
1.248 Service of papers; manner of service; proof of service in cases
other than interferences.

PROTESTS AND PUBLIC USE PROCEEDINGS

1.291 Protests by the public against pending applications.

1.292 Public use proceedings.

1.293 Stamtory invention registration.

1.294 Examination of request for publication of a statutory invention

registration and patent application to which the request is directed.

1.295 Review of decision finally refusing to publish a statutory
invention registration,

1.296 Withdrawal of request for publication of statutory invention
registration.

1.297 Publication of statutory invention registration.

REVIEW OF PATENT AND TRADEMARK OFFICE
DECISIONS BY COURT
1.301 Appeal to U.S. Court of Appeals for the Federal Circuit.
1.302 Notice of appeal.
1.303 Civil action under 35 U.S.C. 145, 146, 306.
1.304 Time for appeal or civil action.

ALLOWANCE AND ISSUE OF PATENT
1.311 Notice of Allowance
1.312 Amendments after allowance.
1.313 Withdrawal from issue.
1.314 Issuarnce of patent.
1.315 Delivery of patent.
1.316 Application abandoned for failure to pay issue fee.
1.317 Lapsed patents; delayed payment of balance of issue fee.
1.318 Notification of national publication of a patent based on an
international application.

DISCLAIMER
1.321 Statutory disclaimer.

CORRECTION OF ERRORS IN PATENT
1.322 Certificate of correction of Office mistake.
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1.323 Cenificate of comrection of epplicant’s mistake.
1324 Comection of inventorship in patent.
1.325 Other mistakes not comrected.

ASSIGNMENTS AND RECORDING
1.331 Recording of assignments.
1.332 Receipt and recording.
1.333 Conditional assignments.
1.334 Issue of patent to assignee.
1.335 Filing of notice of arbitration awards.

AMENDMENT OF RULES
1.351 Amendments to rules will be published.
1.352 Publication of notice of proposed amendments.

MAINTENANCE FEES

1.362 Time for payment of maintenance fees.

1.363 Fee address for maintenance fee purposes.

1.366 Submission of maintenance fees.

1.377 Review of decision refusing to accept and record payment of a
maintenance fee filed prior to expiration of patent.

1.378 Acceptance of delayed payment of maintenance fee in expired
patent to reinstate patent.

Subpart C - International Processing
Provisions

GENERAL INFORMATION
1.401 Definitions of terms under the Patent Cooperation Treaty.
1.412 The United States Receiving Office.
1.413 The United States International Searching Authority.
1.414 The United States Patent and Trademark Office as a Designated
Office or Elected Office.
1.415 The International Bureau.
1.416 The United States International Preliminary Examining
Authority.

WHO MAY FILE AN INTERNATIONAL APPLICATION
1.421 Applicant for international application.
1.422 When the inventor is dead.
1.423 When the inventor is insane or legally incapacitated.
1.424 Joint inventors.
1.425 Filing by other than inventor.

THE INTERNATIONAL APPLICATION
1.431 International application requirements.
1.432 Designation of States and payment of designation fees.
1.433 Physical requirements of international application.
1.434 The request.
1.435 The description.
1.436 The claims.
1.437 The drawings.
1.438 The abstract.

FEES
1.445 International application filing, processing and search fees.
1.446 Refund of international application filing and processing fees.

PRIORITY
1.451 The priority claim and priority document in an international
application.
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REPRESENTATION
1.455 Representation in international applications.

TRANSMITTAL OF RECORD COPY
1.461 Procedures for transmittal of record copy to the International
Bureau.

TIMING
1.465 Timing of application processing based on the priority date.
1.468 Delays in meeting time limits.

AMENDMENTS
1.471 Corrections and amendments during international processing.
1.472 Changes in person, name, or address of applicants and inventors.

UNITY OF INVENTION
1.475 Unity ofinvention before the International Searching Authority.
1.476 Determination of unity of invention before the International
Searching Authority.
1.477 Protest to lack of unity of invention before the International
Searching Authority.

INTERNATIONAL PRELIMINARY EXAMINATION
1.480 Demand for international preliminary examination.
1.482 International preliminary examination fees.
1.484 Conduct of international preliminary examination,
1.485 Amendments by applicant during international preliminary
examination.
1.487 Unity of Invention before the International Preliminary
Examining Authority.
1.488 Determination of unity of invention before the International
Prelifninary Examining Authority.
1.489 Protest to lack of unity of invention before the International
Preliminary Examining Authority.

NATIONAL STAGE

1491 Entry into the national stage.

1.492 National stage fees.

1.494 Entering the national stage in the United States of Americaas a
Designated Office.

1.495 Entering the national stage in the United States of America as an
Elected Office.

1.496 Examination of international applications in the national stage.

1.497 Oath or declaration under 35 U.S.C. 371(c)(4).

1.499 Unity of invention during the national stage.

Subpart D - Reexamination of Patents

CITATION OF PRIOR ART
1.501 Citation of prior art in patent files.

REQUEST FOR REEXAMINATION
1.51G Request for reexamination.
1.515 Determination of the request for reexamination,
1.520 Reexamination at the initiative of the Commissioner.

REEXAMINATION
1.525 Order to reexamine.
1.530 Statement and amendment by patent owner.
1.535 Reply by requester.
1.540 Consideration of responses.
1.550 Conduct of reexamination proceedings.
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1.552 Scope of reexamination in reexamination proceedings.
1.555 Duty of disclosure in reexamination proceedings.
1.560 Intesviews in reexamination proceedings.
1.565 Concurrent office proceedings.

CERTIFICATE
1.570 Issuance of reexamination certificate after reexamination

proceedings.

Subpart E - Interferences

1.601 Scope of rules, definitions.

1.602 Interest in applications and patents involved in an interference.

1.603 Interference between applications; subject matter of the
interference.

1.604 Request for interference between applications by an applicant.

1.605 Suggestion of claim to applicant by examiner.

1.606 Interference between an application and a patent; subject matter
of the interference.

1.607 Request by applicant for interference with patent.

1.608 Interference between an application and a patent; prima facie
showing by applicant.

1.609 Preparation of intetference papers by examiner.

1.610 Assignment of interference to examiner-in-chief, time period

for completing interference.

1.611 Declaration of interference.

1.612 Access to applications.

1.613 Lead attorney, same attorney representing different parties in
an interference, withdrawal of attorney or agent.

1.614 Jurisdiction over interference.

1.615 Suspension of ex parte prosecution.

1.616 Sanctions for failure to comply with rules or order.

1.617 Summary judgment against applicant.

1.618 Return of unauthorized papers.

1.621 Preliminary statement, time for filing, notice of filing.

1.622 Preliminary statement, who made invention, where invention
made.

1.623 Preliminary statement; invention made in United States.

1.624 Preliminary statement; invention made abroad.

1.625 Preliminary statement; derivation by an opponent.

1.626 Preliminary statement; earlier application.

1.627 Preliminary statement; sealing before filing, opening of
statement.

1.628 Preliminary statement; correction of error.

1.629 Effect of preliminary statement.

1.630 Reliance on earlier application.

1.631 Access to preliminary statement, service of preliminary
statement.

1.632 Notice of intent to argue abandonment, suppression, or
concealment by opponent.

1.633 Preliminary motions.

1.634 Motion to correct inventorship.

1.635 Miscellaneous motions.

1.636 Motions, time for filing.

1.637 Content of motions.

1.638 Opposition and reply, time for filing opposition and reply.

1.639 Evidence in support of motion, opposition, or reply.

1.640 Motions, hearing and decision, redeclaration of interference,
order to show cause.

1.641 Unpatentability discoverad by examiner-in-chief.

1.642 Addition of application or patent to interference.

1.643 Prosecution of interference by assignee.
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1.644 Petitions in interferences.

1.645 Extension of time, late papers, stay of proceedings.

1.646 Service of papers, proof of service,

1.647 Translation of document in foreign language.

1.651 Setting times for discovery and taking testimony, parties entitled
to take testimony.

1.652 Judgment for failure to take testimony or file record.

1.653 Record and exhibits.

1.654 Final hearing.

1.655 Matters considered in rendering a final decision.

1.656 Briefs for final hearing.

1.657 Burden of proof as to date of invention.

1.658 Final decision.

1.659 Recommendation.

1.660 Notice of reexamination, reissue, protest, or litigation.

1.661 Termination of interference after judgment.

1.662 Request for entry of adverse judgment; reissue filed by patentee.

1.663 Status of claim of defeated applicant after interference.

1.664 Action after interference.

1.665 Second interference.

1.666 Filing of interference settlement agreements.

1.671 Evidence must comply with rules.

1.672 Manner of taking testimony.

1.673 Notice of examination of witness.

1.674 Persons before whom depositions may be taken.

1.675 Examination of witness, reading and signing transcript of
deposition.

1.676 Certification and filing by officer, marking exhibits.

1.677 Form of a transcript of deposition.

1.678 Transcript of deposition must be filed.

1.679 Inspection of transcript.

1.682 Official records and printed publications.

1.683 Testimony in another interference, proceeding, or action.

1.684 Testimony in a foreign country.

1.685 Errors and irregularities in depositions.

1.687 Additional discovery.

1.688 Use of discovery.

1.690 Arbitration of interferences.

Subpart F - Extension of Patent Term

1.710 Patents subject to extension of the patent term.

1.720 Conditions for extension of patent term.

1.730 Applicant for extension of patent term.

1.740 Application for extension of patent term.

1.741 Filing date of application.

1.750 Determination of eligibility for extension of patent term.

1.760 Interim extension of patent term.

1.765 Duty of disclosure in patent term extension proceedings.

1.770 Express withdrawal of application for extension of patent term.

1.775 Calculation of patent term extension for a human drug product.

1.776 Calculation of patcnt term extension for a food additive or color
additive,

1.777 Calculation of patent term extension for a medical device.

1.780 Certificate of extension of patent term.

1.785 Multiple applications for extension of term of the same patent
or of different patents for the same regulatory review period for
a product.
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Subpart A - General Provisions

GENERAL INFORMATION AND CORRESPONDENCE

§ 1.1 All communications te be addressed to the
Commissioner of Patents and Trademarks,

(a) All letters and other communications intended for the
Patent and Trademark Office must be addressed to “Commis-
sioner of Patents and Trademarks,” Washington, D.C. 20231,
When appropriate, a letter should also be marked for the
attention of a particular officer or individual.

(b) Letters and other communications relating to interna-
tional applications during the international stage and prior to the
assignment of a national serial number should be additicnally
marked “Box PCT.”

(¢) Requests for reexamination should be additionally
marked “Box Reexam.”

(d) Payments of maintenance fees in patents and other com-
munications relating thereto should be additionally marked
“Box M. Fee.”

(e) Communications relating to interferences and applica-
tions or patents involved in an interference should be addition-
ally marked “BOX INTERFERENCE.”

(f) All applications for extension of patent term and any
communications relating thereto intended for the Patent and
Trademark Office should be additionally marked “Box Patent
Ext.” When appropriate, the communication should also be
marked to the attention of a particular individual, as where a
decision has been rendered.

(g) Allcommunications relating to pending litigation which
are required by the Federal Rules of Civil or Appellate Proce-
dure or by arule or order of a court to be served on the Solicitor
shall be hand-delivered to the Office of the Solicitor or shall be
mailed to: Office of the Solicitor, P.O. Box 15667, Arlington,
Virginia 22215 or such other address as may be designated in
writing in the litigation. All other communications to the Office
of the Solicitor should be addressed to: Box 8, Commissioner of
Patents and Trademarks, Washington, D.C. 20231. Any com-
munication which does not involve pending litigation which is
receivedatP.O. Box 15667 will notbe filed in the Office but will
be returned. See §§ 1.302(c) and 2.145(b)(3) for filing notice of
appeal to the U.S. Court of Appeals for the Federal Circuit.

NOTE.— Sections 1.1 to 1.26 are applicable to trademark cases as
well as to national and international patent cases except for provisions
specifically directed to patent cases. See § 1.9 for definitions of
“national application” and “international application.”

[46 FR 29181, May 29, 1981; para.(d) added, 49 FR 34724, Aug.
31, 1984, effective Nov. 1, 1984; para (), 49 FR 48416, Dec.12, 1984,
effective Feb. 11, 1985, para. (f) added, 52 FR 9394, Mar. 24, 1987; 53
FR 16413, May 9, 1988]

§ 1.2 Business to be transacted in writing.

Allbusiness with the Patent and Trademark Office should be
transacted in writing. The personal attendance of applicants or
their atomeys or agents at the Patent and Trademark Office is
unnecessary. The action of the Patentand Trademark Office will
be based exclusively on the written record in the Office. No

Rev. 11, Apr. 1989




§ 13

attention will be paid to any alleged oral promise, stipulation, or
understanding in relation to which there is disagreement or
doubt.

§ 1.3 Business to be conducted with decorum and courtesy.

Applicants and their attorneys or agents are required to con-
duct their business with the Patent and Trademark Office with
decorum and courtesy. Papers presented in violation of this
requirement will be submitted to the Commissioner and will be
returned by his direct order. Complaints against examiners and
other employees must be made in communications separate
from other papers.

§ 1.4 Nature of correspondence,

(a) Correspondence with the Patent and Trademark Office
comprises:

(1) Correspondence relating to services and facilities of the
Office, such as general inquiries, requests for publications
supplied by the Office, orders for printed copies of patents or
trademark registrations, orders for copies of records, transmis-
sion of assignments for recording, and the like, and

(2) Correspondence in and relating to a particular applica-
tion or,other proceeding in the Office. See particularly the rules
relating to the filing, processing, or other proceedings of na-
tional applications in Subpart B, §§ 1.31 to 1.378; of interna-
tional applications in Subpart C, §8§ 1.401 to 1.499; of reexami-
nation of patents in Subpart D, §§ 1.501 to 1.570; of interfer-
encés-in Subpart E; §§ 1.601 to 1.690; of extension of patent
term in Subpart F, §§ 1.710 to 1.785; and of trademark applica-
tions §§ 2.11 to 2.189.

(b) Since each application file should be complete in itself,
a separate copy of every paper to be filed in an application
should be furnished for each application to which the paper
pertains, even though the contents of the papers filed in two or
more applications may be identical.

(c) Since different matters may be considered by different
branches or sections of the Patent and Trademark Office, each
distinct subject, inquiry or order should be contained in a
separate letter to avoid confusion and delay in answering letters
dealing with different subjects.

[24 FR 10332, Dec.22,1959;43 FR 20461, May 11, 1978; para.(a),
48 FR 2707, Jan. 20, 1983, effective Feb. 27, 1983; para. (a), 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985; para(a)(2), 53 FR 47807,
Nov. 28, 1988, effective Jan. 1, 1989]

§ 1.5 Identification of application, patent or
registration.

(a) No correspondence relating to an application should be
filed prior to when notification of the application number is
received from the Patent and Trademark Office. When a letter
directed to the Patent and Trademark Office concerns a previ-
ously filed application for a patent, it must identify on the top
page inaconspicuous location, the application number (consist-
ing of the series code and the serial number, e.g., 07/123,456),
or the serial number and filing date assigned to that application
by tht Patent and Trademark Office, or the international appli-
cation number of the international application. Any correspon-
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dence not containing such identification will be returned to the
sender where a return address is available, The retumed corre-
spondence will be accompanied with a cover letter which will
indicate to the sender that if the returned correspondence is
resubmitted to the Patent and Trademark Office within two
weeks of the mail date on the cover letter, the original date of
receipt of the comespondence will be considered by the Patent
and Trademark Office as the date of receipt of the correspon-
dence. Applicants may use either the certificate of mailing
procedure under § 1.8 or the Express Mail procedure under §
1.10 forresubmissions of returned correspondence if they desire
to have the benefit of the date of deposit in the United States
Postal Service. If the returned correspondence is not resubmit-
ted within the two-week period, the date of receipt of the
resubmission will be considered to be the date of receipt of the
comrespondence. The two-week period to resubmit the returned
correspondence will not be extended. If for some reason re-
turned correspondence is resubmitted with proper identification
later than two weeks after the return mailing by the Patent and
Trademark Office, the resubmitted correspondence will be
accepted but given its date of receipt. In addition to the applica-
tion number, all letters directed to the Patent and Trademark
Office concerning applications for patent should also state
"PATENT APPLICATION," the name of the applicant, the title
of the invention, the date of filing the same, and if known, the
group art unit or other unit within the Patent and Trademark
Office responsible for considering the letter and the name of the
examiner or other person to which it has been assigned.

(b) When the letter concerns a patent other than for purposes
of paying a maintenance fee, it should state the number and date
of issue of the patent, the name of the vatentee, and the title of
the invention. For letters concerning payment of a maintenance
fee in a patent, see the provisions of § 1.366(c).

(c) A letter relating to a trademark application should
identify itas such and by the name of the applicant and the serial
number and filing date of the application. A letter relating to a
registered rademark should identify it by the name of the
registrant and by the number and date of the certificate.

(d) A letter relating to a reexamination proceeding should
identify it as such by the number of the patent undergoing
reexamination, the reexamination request control number as-
signed to such proceeding and, if known, the group art unit and
name of the examiner to which it been assigned.

(e) When a paper concerns an interference, it should state
the names of the parties and the number of the interference. The
name of the examiner-in-chief assigned to the interference (§
1.610) and the name of the party filing the paper should appear
conspicuously on the first page of the paper.

[24 FR 10332, Dec 22, 1959; 46 FR 29181, May 29, 1981; para. (a)
49 FR 552, Jan. 4, 1984, effective Apr. 1, 1984; para. (a), 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; paras. (a) & (b, ) 53 FR 47807,
Nov. 28, 1988, effective Jan. 1, 1989]

§ 1.6 Receipt of letters and papers.

(a) Letters and other papers received in the Patent and Trade-
mark Office are stamped with the date of receipt, except where
such letters and papers are filed in accordance with § 1.10. Any
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such letters and papers filed in accordance with § 1.10 will be
stamped with the date of deposit as “Express Mail” with the
United States Postal Service unless the date of deposit is a
Saturday, Sunday, or Federal holiday within the District of
Columbia in which case the date stamped will be the next
succeeding day which is not a Saturday, Sunday, or Federal
holiday within the District of Columbia. No papers are received
in the Patent and Trademark Office on Saturdays, Sundays or
Federal holidays within the District of Columbia.

(b) Mail placed in the Patent and Trademark Office pouchup
to midnight on weekdays, excepting Saturdays and federal
holidays, by the post office at Washington, D.C., serving the
Patent and Trademark Office, is considered as having been
received in the Patent and Trademark Office on the day it was
so placed in the pouch.

(c) In addition to being mailed or delivered by hand during
office hours, letters and other papers may be deposited up to
midnight in a box provided at the guard’s desk at the lobby of
building 3 of the Patent and Trademark Office at Crystal Plaza,
Arlington, Virginia and at the main entrance (14th Street) of the
Department of Commerce Building, Washington, D.C., on
weckdays except Saturdays and Federal holidays, and all papers
deposited therein are considered as received in the Patent and
Trademark Office on the day of deposit.

(d) If interruptions or emergencies in the United States
Postal Service which have been so designated by the Commis-
sioner occur, the Patent and Trademark Office will consider as
filed on a particular date in the Office any paper or fee which is:
(1) Promptly filed after the ending of the designated interruption
or emergency; and (2) Accompanied by a statement indicating
that such paper or fee would have been filed on that particular
date if it were not for the designated interruption or emergency
in the United States Postal Service. Such statement must be a
verified statement if made by a person not registered to practice
before the Patent and Trademark Office.

{48 FR 2707, Jan. 20, 1983, effective Feb. 27, 1983; 48 FR 4285,
Jan. 31, 1983; para. (a),49 FR 552, Jan. 4, 1984, effective Apr. 1,1984]

§ 1.7 Times for taking action; Expiration on
Saturday, Sunday, or Federal holiday.

Whenever periods of time are specified in this part in days,
calendar days are intended. When the day, or the last day fixed
by statute or by or under this part for taking any action or paying
any fee in the Patent and Trademark Office falls on Saturday,
Sunday, or ona Federal holiday within the District of Columbia,
the action may be taken, or the fee paid, on the next succeeding
day which is not a Saturday, Sunday, or a Federal holiday. See
§ 1.304 for time for appeal or for commencing civil action.

{48 FR 2707, Jan. 20, 1983, effective Feb. 27, 1983; corrected 48
FR 4285, Jan. 31, 1983]

§ 1.8 Certificate of mailing.

(a) Except in the cases enumerated below, papers and fees
required to be filed in the Patent and Trademark Office within
a set period of time will be considered as being timely filed if:

(1) They are addressed to the Commissioner of Patents and
Trademarks, Washington, D.C. 20231, and deposited with the
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U.S. Postal Service with sufficient postage as first class mail
prior to expiration of the set period; and

(2) They also include a certificate for each paper or fee
stating the date of deposit. The person signing the certificate
should have reasonable basis to expect that the correspondence
would be mailed on or before the date indicated. The actual date
of receipt of the paper or fee will be used for all other purposes.
This pracedure does not apply to the following:

(i) The filing of a national patent application specification
and drawing or other papers for the purpose of obtaining an ap-
plication filing date;

(ii) The filing of trademark applications;

(iii) The filing of agreements between parties {o an inter-
ference under 35 U.S.C. 135(c);

(iv) The filing of an affidavit showing that a mark is still
in use or containing an excuse for nonuse under section 8 (a) or
(b) or section 12(c) of the Trademark Act, 15 U.S.C. 1058(a),
1058(b), 1062(c);

(v) The filing of an application for renewal of a mark reg-
istration under section 9 of the Trademark Act, 15U.S.C. 1059;

(vi) The filing of a petition to cancel a registration of a
mark under section 14 (a) or (b) of the Trademark Act, 15U.S.C.
1064(a), 1064(b);

(vii) The filing of an affidavit under section 15, subsection
(3) of the Trademark Act, 15 U.S.C. 1065;

(viii) The filing of a notice of election to proceed by civil
action in an inter partes proceeding under 35 U.S.C. 141 or
section 21(a)(1) of the Trademark Act, 15U.S.C. 1071(a)(1), in
response to another party’s appeal to the Court of Appeals for
the Federal Circuit;

(ix) The filing of a notice and reasons of appeal under 35
U.S.C. 142 or a notice of appeal under section 21(a)(2) of the
Trademark Act, 15 U.S.C. 1071(a)(2);

(x) The filing of a statement under 42 U.S.C. 2182 or 42
U.S.C. 2457(c);

(xi) The filing of international applications for patent and
all papers and fees relating thereto;

(xii) The filing of a paper in an interference which an
examiner-in-chief orders to be filed by hand or “Express Mail”,
and

(xiii) Papers filed in connection with a disciplinary pro-
ceeding under Fart 10 of this subchapter,

(b) In the event that correspondence or fees are timely filed
in accordance with paragraph(a) of thissection, but notreceived
in the Patent and Trademark Office, and the application is held
to be abandoned or the proceeding dismissed, terminated, or
decided with prejudice, the correspondence or fee will be
considered timely if the party who forwarded such correspon-
dence or fee (1) informs the Office of the previous mailing of the
correspondence or fee promptly after becoming aware of the
Office action, (2) supplies an additional copy of the previously
mailed correspondence or fee and certificate, and (3) includes a
declaration under § 1.68 or § 2.20 which attests on a personal
knowledge basis or to the satisfaction of the Commissioner to
the previous timely mailing.

[41 FR 43721, Oct. 4, 1976; 43 FR 20461, May 11, 1978; para. (a).
47 FR 47381, Oct. 26, 1982, effective Oct. 26, 1982; para. (2),48 FR
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2708, Jan. 20, 1983; para. (a) 49 FR 48416, Dec. 12, 1984, effective
Feb. 11, 1985; para. (a), 49 FR 5171, Feb. 6, 1985, effective Mar. 8,
1985; 52 FR 20046, May 28, 1987]

§ 1.9 Definitions.

(a) A national application as used in this chapter means a
U.S. national application for patent which was either filed in the
Office under 35 U.S.C. 111 or which resulted from an interna-
tional application after compliance with 37 CFR 371.

(b) An international application as used in this chapter
means an international application for patent filed under the
Patent Cooperation Treaty prior to entering national processing
at the Designated Office stage.

(c) An independent inventor as used in this chapter means
any inventor who (1) has not assigned, granted, conveyed, or li-
censed, and (2) is under no obligation under contract or law 0
assign, grant, convey, or license, any rights in the invention to
any person who could not likewise be classified as an independ-
ent inventor if that person had made the invention, or to any
concern which would not qualify as a small business concern or
a nonprofit organization under this section.

(d) A small business concern as used in this chapter means
any business concern as defined by the Small Business Admini-
stratign in 13 CFR 121.12. For the convenience of the users of
these regulations, that definition states:

§ 121.12 Small business for paying reduced patent fees.

(a) Pursuant to Pub. L. 97-247, a small business concem for
purposes of paying reduced fees under 35 U.S. Code 41 (a) and (b)
to.the Patent and Trademark Office means any business concern (1)
whese number of employees, including those of its affiliates, does
not exceed 500 persons and (2) which has not assigned, granted,
conveyed, or licensed, and is under no obligation under contractor
law to assign, grant, convey or license, any rights in the invention
to any person who could not be classified as an independent
inventor if that person had made the invention, or to any concern
which would not qualify as a small business concern or a nonprofit
organization under this section. For the purpose of this section
concerns are affiliates of each other when either, directly or
indirectly, one concern controls or has the power to control the
other, or a third party or parties controls or has the power to control
both. The number of employees of the business concern is the
average over the fiscal year of the persons employed during each
of the pay periods of the fiscal year. Employees are those persons
employed on a full-time, part-time or temporary basis during the
previous fiscal year of the concern.

(b) If the Patent and Trademark Office determines that a
concern is not eligible as a small business concern within this
section, the concern shall have a right to appeal that determination
to the Small Business Administration. The Patent and Trademark
Office shall transmit its written decision and the pertinent size
determination file to the SBA in the event of such adverse determi-
nation and size appeal. Such appeals by concerns should be
submitted to the SBA at 1441 L Street, NW., Washington, D.C.
20416 (Attention: SBA Office of General Counsel). The appeal
should state the basis upon which it is claimed that the Patent and
Trademark Office initial size determination on the concern was in
eryor; and the facts and arguments supporting the concern's
claimed status as a small business concern under this section.

(&) A nonprofit organization as used in this chapter means
(1) a university or other institution of higher education located
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in any country; (2) an organization of the type described in
section 501(c)(3) of the Internal Revenue Code of 1954 (26
U.S.C. 501(c)}(3)) and exempt from taxation under section
501(a) of the Internal Revenue Code (26 U.S.C. 501(a)); (3) any
nonprofit scientific or educational organization qualified under
a nonprofit organization statute of a state of this country (35
U.S.C. 201(i)); or (4) any nonprofit organization located in a
foreign country which would qualify as anonprofitorganization
under paragraphs () (2) or (3) of this section if it were located
in this country.

(f) A small entity as used in this chapter means an independ-
ent inventor, a small business concern or a nonprofit organiza-
tion.

(g) For definitions in interferences see § 1.601.

[43 FR 20461, May 11, 1978; 47 FR 40139, Sept. 10, 1982,
effective Oct. 1, 1982; 47 FR 43275, Sept. 30, 1982, effective Oct. 1,
1982; para. (d), 49 FR 34724, Aug. 31, 1984, effective Nov. 1, 1984;
para. (g), 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985}

§ 1.10 Filing of papers and fees by “Express Mail”
with certificate.

(a) Any paper or fee to be filed in the Patent and Trademark
Office can be filed utilizing the “Express Mail Post Office to
Addressee” service of the United States Postal Service and be
considered as having been filed in the Office on the date the
paper or fee is shown to have been deposited as “Express Mail”
with the United States Postal Service unless the date of deposit
is a Saturday, Sunday, or Federal holiday within the District of
Columbia. See § 1.6(a).

(b) Any paper or fee filed by “Express Mail” must have the
number of the “Express Mail” mailing label placed thereon prior
to mailing, be addressed to the Commissioner of Patents and
Trademarks, Washington, D.C. 20231, and any such paper or
fee must also include a certificate of mailing by “Express Mail”
which states the date of mailing by “Express Mail” and is signed
by the person mailing the paper or fee.

(c) The Patent and Trademark Office will accept the certifi-
cate of mailing by “Express Mail” and accord the paper or fee
the certificate date under 35 U.S.C. 21(a) (unless the certificate
dateisa Saturday, Sunday, or Federal holiday within the District
of Columbia - see § 1.6¢a)) without further proof of the date on
which the mailing by “Express Mail” occurred unless a question
is present regarding the date of mailing. If more than a reason-
able time has elapsed between the certificate date and the Patent
and Trademark Office receipt date or if other questions regard-
ing the date of mailing are present, the person mailing the paper
or fee may be required to file a copy of the “Express Mail”
receipt showing the actual date of mailing and a statement from
the person who mailed the paper or fee averring to the fact that
the mailing occurred on the date certified. Such statement must
be a verified statement if made by a person not registered to
practice before the Patent and Trademark Office.

[48 FR 2708, Jan. 20, 1983, added effective Feb. 27, 1983; 48 FR
4285, Jan. 31, 1983, paras. (a) & (c), 49 FR 552, Jan. 4, 1984, effective
Apr. 1, 1984]
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PATENT RULES

RECORDS AND FILES OF THE PATENT AND
TRADEMARK OFFICE

§ 1.11 Files open to the public,

(a) After a patent has been issued or a statutory invention
registration has been published, the specification, drawings and
all papers relating to the case in the file of the patent or statutory
invention registration are open to inspection by the public, and
copies may be obtained upon paying the fee therefor. See §2.27
for trademark files.

(b) All reissue applications, all applications in which the
Office has accepted a request to open the complete application
to inspection by the public, and related papers in the application
file, are open to inspection by the public, and copies may be
furnished upon paying the fee therefor. The filing of reissue
applications will be announced in the Official Gazette. The
announcement shall include at least the filing date, reissue
application and original patent numbers, title, class and sub-
class, name of the inventor, name of the owner of record, name
of the attorney or agent of record, and examining group to which
the reissue application is assigned.

(c) All requests for reexamination for which the fee under §
1.20(c) has been paid, will be announced in the Official Gazette.
Any reexaminations at the initiative of the Commissioner pur-
suantto § 1.520 will also be announced in the Official Gazette.
The announcement shall include at least the date of the request,
if any, the reexamination request control number or the Com-
missioner initiated order control number, patent number, title,
class and subclass, name of the inventor, name of the patent
owner of record, and the examining group to which the reexami-
nation is assigned.

(d) All papers or copies thereof relating to a reexamination
proceeding which have been entered of record in the patent or
reexamination file are open to inspection by the general public,
and copies may be fumished upon paying the fee therefor.

(e) Thefile of any interference involving a patent, a statutory
invention registration, or an application on which a patent has
beenissued or which has been published as a statutory invention
registration, is open to inspection by the public, and copies may
be obtained upon paying the fee therefore, if: (1) the interference
has terminated, or (2) an award of priority or judgment has heen
entered as to all parties and all counts.

{OMB Control Nos. 0651-0010 & 0651-0014]

[42 FR 5593, Jan. 28, 1977; 43 FR 28477, June 30, 1978; 46 FR
29181, May 29, 1981, Para. (c),47 FR 41272, Sept. 17, 1982, effective
Oct. 1, 1982; para. (a), 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985; paras. (a), (b) & (e}, 50 FR 9378, Mar. 7, 1985, effective May
8, 1985]

§ 1.12 Assignment records open to public inspection.

(a) The assignment records, relating to original or reissne
patents, including digests and indexes, and assignment records
relating to pending or abandoned trademark applications and to
trademark registrations, are open to public inspection and cop-
ies of any instrument recorded may be obtained upon request
and payment of the fee set forth in § 1.19(a)(3).

(b) Assignmentrecords, digests, and indexes, relating to any
pending or abandoned patent application are not available to the
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public. Copies of any such assignment records and information
with respect thereto shall be obtainable only upon writien
authority of the applicant or applicant’s assignee or attorney or
agent or upon a showing that the person secking such informa-
tion is a bona fide prospective or actual purchaser, mortgagee,
orlicensee of such application, unless it shall be necessary to the
proper conduct of business before the Office or as provided by
these rules.

(c) Any request by a member of the public secking copies of
any -assignment records of any pending or abandcned patent
application preserved in secrecy under § 1.14, or any informa-
tion with respect thereto, must

(1) Be in the form of a petition accompanied by the petition
fee set forth in § 1.17(i)(1), or

(2) Include written authority granting access to the member
of the public to the particular assignment records from the
applicant or applicant’s assignee or attorney or agent of record.

(d) An order for a copy of an assignment should give the
identification of the record. If identified only by the name of the
patentee and number of the patent, or in the case of a trademark
registration by the name of the registrant and number of the
registration, or by name of the applicant and serial number or
international application number of the application, an extra
charge as set forth in § 1.21(f) will be made for the time

consumed in making a search for such assignment.
[47 FR 41272, Sept. 17, 1982, effective Oct. 1, 1982; paras. (a) &
(c), 54 FR 6893, Feb. 15, 1989, effective April 17, 1989]

§ 1.13 Copies and certified copies.

(a) Copies of patents and trademark registrations and of any
records, books, papers, or drawings belonging to the Patent and
Trademark Office and open io the public will be furnished by the
Patent and Trademark Office to any person, and copies of other
records or papers will be furnished to persons entited thereto,
upon payment of the fee therefor.

(b) Such copies will be authenticated by the seal of the Patent
and Trademark Office and certified by the Commissioner, or in
his name attested by an officer of the Patent and Trademark
Office authorized by the Commissioner, upon payment of the
fee for the authentication certificate in addition to the fee for the
copies.

[OMB Control Nos. 0651-0009, 0651-0010 & 0651-0014]

§ 1.14 Patent applications preserved in secrecy.

(a) Except as provided in § 1.11(b) pending patent applica-
tions are preserved in secrecy. No information will be given by
the Office respecting the filing by any particular person of an
application for a patent, the pendency of any particular case
before it, or the subject matter of any particular application, nor
will access be given to or copies furnished of any pending
application or papersrelating thereto, without written authority
in that particular application from the applicant or his assignee
or attorney or agent of record, unless the application has been
identified by serial number in a published patent document or
the United States of America has been indicated as a Designated
State in a published international application, in which case
status information such as whether it is pending , abandoned or
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patented may be supplied, or unless it shall be necessary to the
proper conduct of business before the Office or as provided by
this part. Where an application has been patented, the patent
number and issue date may also be supplied.

(b) Except as provided in § 1.11(b) abandoned applications
are likewise not open to public inspection, except that if an
application referred to in a U.S. patent, or in an application in
which the applicants has filed an authorization to open the
complete application to the public, is abandoned and is avail-
able, it may be inspected or copies obtained by any person on
written request, without notice to the applicant.

(c) Applications for patents which disclose or which appear
to disclose, or which purport to disclose, inventions or discov-
eries relating to atomic energy are reported to the Departmentof
Energy, which Department will be given access to such appli-
cations, but such reporting does not constitute a determination
that the subject matter of each application so reported is in fact
useful or an invention or discovery or that such application in
fact discloses subject matter in categories specified by sections
151(c) and 151(d) of the Atomic Energy Act of 1954, 68 Stat.
919; 42 U.S. C. 2181 (c) and (d).

(d) Any decision of the Board of Patent Appeals and Inter-
ferences, or any decision of the Commissioner on petition, not
otherwise open to public inspection shall be published or made
available for public inspection if: (1) The Commissioner be-
lieves the decision involves an interpretation of patent laws or
regulations that would be of important precedent value; and (2)
the applicant, or any party involved in the interference, does not
withimtwo months after being notified of the intention to make
the decision public, object in writing on the ground that the
decision discloses a trade secret or other confidential informa-
tion, if a decision discloses such information, the applicant or
party shall identify the deletions in the text of the decision
considered necessary to protect the information. If it is consid-
ered the entire decision must be withheld from the public to
protect such information the applicant or party must explain
why. Applicants or parties will be given time, not less than
twenty days, to request reconsideration and seek court review
before any portions of decisions are made public over their
objection. See § 2.27 for rrademark applications.

(e) Any request by a member of the public seeking access to,
orcopies of, any pending or abandoned application preserved in
secrecy pursuant to paragraphs (a) and (b) of this section, or any
papers relating thereto, must

(1) Be in the form of a petition and be accompanied by the
petition fee set forth in § 1.17(i)(1), or

(2) Include written authority granting access to the member
of the public in that particular application from the applicant or
the applicant’s assignee or attorney or agent of record.

(Note, see § 1.612(a) for access by an interference party to
a pending or abandoned application.)

[OMB Control Nos. 0651-0010 & 0651-0011]

[42 FR 5593, Jan. 28, 1977; 43 FR 20462, May 11, 1978; para. ()
added, 47 FR 41273, Sept. 17, 1982, effective Oct. 1, 1982; para. (b),
49 FR 552, Jan. 4, 1984, effective Apr. 1, 1984; para. (d), 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; para. (b), 50 FR 9378, Mar. 7,
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1985, effective May 8, 1985: 53 FR 23733, June 23, 1988; para. (e), 54
FR 6893, Feb. 15, 1989, effective April 17, 1989]

§ 1.15 Requests for identifiable records.

(a) Requests for records not disclosed to the public as partof
the regular informational activity of the Patent and Trademark
Office and which are not otherwise dealt with in the rules in this
part shall be made in writing, with the envelope and the letter
clearly marked "Freedom of Information Request." Each such
request, so marked, should be submitted by mail addressed to
the "Patent and Trademark Office, Freedom of Information
Request Control Desk, Box 8, Washington, D.C. 20231," or
hand delivered to the Office of the Solicitor, Patent and Trade-
mark Office, Arlington, Virginia. The request will be processed
in accordance with the procedures set forth in Part4 of Title 15,
Code of Federal Regulations.

(b) Any person whose request for records has been initially
denied in whole or in part, or has not been timely determined,
may submit a written appeal as provided in § 4.8 of Title 15,
Code of Federal Regulations.

(c) Procedures applicable in the event of service of process
or in connection with testimony of employees on official mat-
ters and production of official documents of the Patent and
Trademark Office in civil legal proceedings not involving the
United States shall be those established in parts 15 and 15a of
Title 15, Code of Federal Regulations.

[32FR 13812,0ct.4,1967; 34 FR 18857, Nov. 26, 1969; amended
53 FR 47685, Nov. 25, 1988, effective Dec. 30, 1988)
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PATENT RULES

FEES AND PAYMENT OF MONEY

§ 1.16 National application filing fees.

(a) Basic fee for filing each application for an original
patent, except design or plant cases:

By a small entity (§ 1.9(f) ..covovvevnnnnnsninininneranne $185.00

By other than a small entity......ccovveiveeiiiicnncnenennns 370.00

(b) In addition to the basic filing fee in an original applica-
tion, for filing or later presentation of each independent claim in
excess of 3:

By a small entity (§ 1.9()) «.cccvereereernererrernrsessesencsnenns 18.00

By other than a small entity ......c...cceeueeensecanesessiaians 36.00

(c) In addition to the basic filing fee in an original applica-
tion, for filing or later presentation of each claim (whetherinde-
pendent or dependent) in excess of 20 (Note that § 1.75(c)
indicates how multiple dependent claims are considered for fee

calculation purposes.):
By a small entity (§ 1.9(f)) «cocevereneremncrininereesninianns 6.00
By other than a small entity ..........cceovvererrerescneasensenees 12.00

(d) In addition to the basic filing fee in an original applica-
tion, if the application contains, or is amended to contain, a
multiple dependent claim(s), per application:

By a small entity (§ 1.9(f)) c.cereerecrumererrcnnrrceccenns .

By other than a small entity......c.ccooeeeeeecrcecrcnenss 120.00

(If the additional fees required by paragraphs (b), (¢), and (d)
are not paid on filing or on later presentation of the claims for
which the additional fees are due, they must be paid or the claims
cancelled by amendment, prior to the expiration of the time
period set for response by the Office in any notice of fee
deficiency.)

(e) Surcharge for filing the basic filing fee or oath or
declaration on a date later than the filing date of the application:

By a small entity (§ 1.9()) ccverveerccvererveceenennenencnns 60.00
By other than a small entity .......cccccveereernrsnrareseenes 120.00
(f) For filing each design application:

By a small entity (§ 1.9(f)) cccveerrrrerrenenrenecrererensnnns 75.00
By other than a small entity ........c.ccccevvrersnracennnes 150.00
(g) Basic fee for filing each plant application:

By a small entity (§ 1.9(D) ..ccoevveeerrrererecenrcensnene 125.00
By other than a small entity .......cccceceererrreereseerenees 250.00
(h) Basic fee for filing each reissue application;

By a small entity (§ 1.9(f)) ...oovvvevrernnrerernrerenrnrennnes 185.00
By other than a small entity .......cececeeeereresesesnesresans 370.00

() Inaddition to the basic filing fee in a reissue application,
for filing or later presentation of each independent claim which
isin excess of the number of independent claims in the original
patent:

By a small entity (§ 1.9()) c.cccvverererreesereraeseseerersennans 18.00
By other than a small ENtity ........ceceveeeesesesseseeserersanne 36.00

() In addition to the basic filing fee in a reissue application,
for filing or later presentation of each claim (whether independ-
ent or dependent) in excess of 20 and also in excess of the
number of claims in the original patent, (Note that § 1.75(c)
indicates how multiple dependent claims are considered for fee

purposes.):
By a small entity (§ 1.9(£)) cuvcereerervirreveennernenneeesensnes 6.00
By other than a small ntity ........c.cevveeeerreerrnnnrseerens 12.00

§ 1.17

(Note, see & 1.445 for international application filing and
processing fees.).
[Added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982;
S0FR 31824, Aug. 6, 1985, effective date Oct. §, 1985, paras. (a), (b),
(d) - (), 54 FR 6893, Feb. 15, 1989, effective Apr. 17, 1989]

§ 1.17 Patent application processing fees.

(a) Extension fee for response within first month pursuant
to § 1.136(2):

By a small entity (§ 1.9(£)) «veeeeeverenercennessencsnsessenene $31.00

By other than a SMall eNHLY -.ceeeereeeernsrecsisnesnsescsanns 62.00

(b) Extension fee for response within second month pursu-
ant to § 1.136(a):

By a small entity (§ 1.9()) -.oevevecrereccssnscesecansasesnnns

By other than a Small eRtLY ....veveeeseesessessisnesissssesaee 180.00

(c) Extension fee for response within third month pursuant
o § 1.136(a):

By a small entity (§ 1.9()) -cevvevererererrcnreercanennannnens 215.00

By other than a Small entity ........ccoceceeveecercnrsereeeas 430.00

(d) Extension fee for response within fourth month pursuant
o § 1.136(a):

By a small entity (§ 1.9(f)) «cocvrervnnnenincnnesensscscnnns 340.00

By other than a small entity ...........cceveeeereererrerrnns 680.00

(e) For filing a notice of appeal from the examiner to the
Board of Patent Appeals and Interferences:

By a small entity (§ 1.9()) «.--eveeverrrenrenscecsnrenrsesenes 70.00

By other than a small entity ........ccccceevercevncccssennas 140.00

(f) In addition to the fee for filing anotice of appeal, for filing
a brief in support of an appeal:

By a small entity (§ 1.9()) ..ccoeeeerrvereienerncenrenennnns 70.00

By other than a Small NGty ......c.cceverrecereriscrennreenres 140.00

(g) For filing a request for an oral hearing before the Board

of Patent Appeals and Interferences in an appeal under 35

U.S.C. 134;

By a small entity (§ 1.9(1)) «eeveereeercereneneeceriereneneneens 60.00

By other than a small €ntity .........c.ccovseereeserensaraens 120.00

(h) For filing a petition to the Commissioner under a section
of this part listed below which refers to this

PAraraPh c..coeeceininioneenriieessnessii e eesetessessassessesaseasaes 120.00

§ 1.47 — for filing by other than all the inventors or a

person not the inventor

§ 1.48 — for correction of inventorship

§ 1.182 — for decision on questions not specifically

provided for

§ 1.183 — to suspend the rules

§ 1.295 — for review of refusal to publish a statutory

invention registration

§ 1.377 — for review of decision refusing to accept and

record payment of a maintenance fee filed prior
to expiration of patent.

§ 1.378(e) — for reconsideration of decision on petition
refusing to accept delayed payment of
maintenance fee in expired patent

§ 1.644(e) — for petition in an interference

§ 1.644(f) — for request for reconsideration of a decision
on petition in an interference

§ 1.666(c) — for late filing of interference settlement
agreement.

Rev. 11, Apr. 1989



§ 118

§§5.12,5.13 & 5.14 — for expedited handling of a foreign
filing license
§ 5.15 — for changing the scope of a license.
§ 5.25 — for retroactive license.
(i)(1) For filing a petition to the Commissioner under a
section of this part listed below which refers to this
PATAZTADN .. eveececnerecaereseseniassentsasseassessssssessasssnssssnssnnnss 120.00
§ 1.12 — for access to an assignment record.
§ 1.14 —for access to an application.
§ 1.55 — for entry of late priority papers.
§ 1.103 — to suspend action in application.
§ 1.177 — for divisional reissues to issue separately.
§ 1.312 — for amendment after payment of issue fee.
§ 1.313 — to withdraw an application from issue.
§ 1.314 — 10 defer issuance of a patent.
§ 1.334 - for patent to issue to assignee, assignment
recorded late.
§ 1.666(b) — for access to interference settlement
agreement.
(2) For filing a petition to the Commissioner under § 1.102
of this part to make application special .........eeeceeceenaas 80.00
(j) for filing a petition to institute a public use proceeding
UNAEL § 1.202 ... eevereeecreerneesneesseessansssessssessssaessnes 1,200.00
(k) For processing an application filed with a specification
in a non-English language (§ 1.52(d)) .cveveeveeeererenseannns 30.00
(I) For filing a petition
(1) For the revival of an unavoidably abandoned applica-
tion under 35 U.S.C. 133 or 371 or
(2) For delayed payment of the issue fee under 35 U.S.C.
151:
By a small entity (§ 1.9(£) wceervereveeennerrererrccnesennne 31.00
By other than a small entity..........ccecevecurereresresarensanens 62.00
(m) For filing a petition
(1) For revival of an unintentionally abandoned applica-
tion, or
(2) For the unintentionally delayed payment of the fee for

issuing a patent:
By a small entity (§ 1.9(£)) ..ceveervererrersrrnerreeassensnanene 310.00
By other than a small entity......cc.cceecenirereeeeceerereanees 620.00

(n) For requesting publication of a statutory invention reg-
istration prior to the mailing of the first examiner’s action
pursuant to § 1.104 - $400.00 reduced by the amount of the
application basic filing fee paid.

(o) For requesting publication of a statutory invention reg-
istration after the mailing of the firstexaminer's action pursuant
to § 1.104 - $800.00 reduced by the amount of the application
basic filing fee paid.

[Added 47 FR 41273, Sept. 17, 1982, effective Oct. 1, 1982;para.
(h), 48 FR 2708, Jan. 20, 1983, effective Feb. 27, 1983; para. (h), 49 FR
13461, Apr. 4, 1984, effective June 4, 1984; para. (h), 49 FR 34724,
Aug. 31, 1984, effective Nov. 1, 1984; paras. (e), (g), (h) & (i), 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985; paras. (h), (n) & (c), S0
FR 9379, Mar. 7, 1985, effective May 8, 1985; 50 FR 31824, Aug. 6,
1985, effective Oct. 5, 1985; paras. (a)- (m), 54 FR 6893, Feb. 15,1989,
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§ 1.18 Patent issue fees.
(a) Issue fee for issuing each original or reissue patent,

except a design or plant pateat:

By a small entity (§ 1.9(£)) .ccovrerersrermmcnsncereonse $310.00
By other than a small entity ..... 620.00
(b) Issue fee for issuing a design patent:

By a small entity (§ 1.9(f)) - 110.00
By other than a Small entity ......ccceveveccniresnssraones 220.00
(c) Issue fee for issuing a plant patent:

By a small entity (§ 1.9()) oo oo rnnirnsiininne 155.00
By other than a small entity .........coocceicnncneresincnes 31000

[Added 47 FR 41273, Sept. 17, 1982, effective Oct. 1, 1982; SOFR
31824, Aug. 6, 1985, effective Oct. §, 1985; revised 54 FR 6893, Feb.
15, 1989, effective Apr. 17, 1989]

§ 1.19 Document supply fees.
The Patent and Trademark Office will supply copies of the
following documents upon payment of the fees indicated:
(a) Uncertified copies of Office documents:
(1) Printed copy of a patent, including a design patent,
statutory invention registration, or defensive publication docu-
ment, except color plant patent or color statutory invention reg-

ISITALION 1.vver e seeeenresentsssnennsstaassen s sesnsesssreneranensenssasses $1.50
(2) Printed copy of a plant patent or statutory inventionreg-
ISration in COLOT .....ccuieerericiccsrenarans e st rane ssansenaeeeeae 10.00

(3) Copy of Office documents, except as otherwise pro-
vided in this section, for each 30 pages or a fraction

THETEOL ettt s s et e e s e 10.00
(4) Copy of a utility patent with drawings in color (see §
1.84(D)) teererrerrereeentsernrncentsnnsssssassenesesssaesessnsasssassessass sase 20.00

(5) Expedited local service for copy of a patent as in
paragraph (a)(1) of this section, fulfilled within one work day
for orders delivered to the Public Service Window in the Patent
Public Search ROOM ........ccccvmuneineeiisineenineseenesenns sees 3.00

(6)Expedited service for copy of a patent as in paragraph
(a)(1) of this section, ordered by electronic ordering service and
delivered to the customer within two work days .. ........ 2500

() Certified copies of Office documents:

(1) Certified copy of patent application as filed.. ... 10.00

(2) Certified copy of patent file wrapper and
COMLENLS 1ruereeniensetsssansncaremsessssesanseasesossssesannssresasasasss 170.00

(3) Certified copy of patent assignment record ........ 5.00

(4) Expedited service for certified copy of patent applica-
tion as filed in paragraph (a)(3) of this section, fulfilled within
5 work days, excluding mailing time ......cccveereeanrcnninee 20.00

(5) For certifying Office records, per certificate ...... 3.00

(6) For search of assignment records, abstract of title and
certification, Per Patent .....cveeceererverensecreseseransrsssarseseens 15.00

(¢) Library service (35 U.S.C. 13): For providing to librar-
ies copies of all patents issued annually, per annum .....50.00

(d) For list of all United States patents and statutory inven-
tion registrations in @ SUDCIASS .....ocuvvevrerenrveneierseeressesnens 2.00

(e) Uncertified statement as to status of the payment of
maintenance fees due on a patent or expiration of a

343FR 9431, March 7, 1989, effective Apr. 17, 1989] PALETIL cooieniineieiirisinsianesenessestsasaasesaessenesssbvassasesarasancrases 5.00
. (f) Uncertified copy of anon-United States patent document,
PET AOCUMENL ..cvrriieienirirrinie e sassesasasassasasssssssassens 10.00
Rev. 11, Apr. 1989 R-12
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(g) To compare and certify copies made from Patent and
Trademark Office records but not prepared by the Patent and

Trademark Office, per copy of document. .....ovveeeveveens 10.00
(h) Additional filing receipts; duplicate; or corrected due to
APPLCANL EITOT .ovcevnereirnseresssnersesessesesasssnissasarsrsasssosseses 15.00

[Added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982;
para,. (b), 49 FR 552, Jan. 4, 1984, effective date Apr. 1, 1984; paras.
() & (g) added, 49 FR 34724, Aug. 31, 1984, effective date Nov. 1,
1984; paras. (a) & (c), 50 FR 9379, Mar. 7, 1985, effective date May
8.1985;50FR 31825, Aug. 6, 1985, effective date Oct. 5, 1985; revised
54 FR 6893, Feb. 15, 1989, 54 FR 9432, March 7, 1989, effective Apr.
17, 1989]

§ 1.20 Post-issuance fees.
(a) For providing a certificate of correction for applicant’s

MISLAKE (§ 1.323) cuurerereeereeieiesertssennesessessessssesssssnsrasns $60.00
(b) Petition for correction of inventorship in
PAENt (§ 1.324) c.ovueeeerrcecrereremreesernrserasnsnsesnseesnonenss 120.00
(c) For filing a request for
reexamination (§ 1.510(2)) ...ccccevvecrercenrecersvnees 2,000.00
(d) For filing each statutory disclaimer (§ 1.321):
By a small entity (§ 1.9(£)) ...c.cvverrnnrrencssasesercreonns 31.00
By other than a small entity ......cvcceeercnrecserceseane 62.00

(e) For maintaining an original or reissue patent, except a
design or plant patent, based on an application filed on or after
December 12, 1980 and before Augusi 27, 1982, in force
beyond four years; the fee is due by three years and six months
after the original grant ...........cocccveicrnnnsnnnnnnsecenns 245.00

(f) For maintaining an original or reissue patent, except a
design or plant patent, based on an application filed on or after
December 12, 1980 and before August 27, 1982, in force
beyond eight years; the fee is due by seven years and six months
after the original Brant ... 495.00

(g) For maintaining an original or reissue patent, except a
design or plant patent, based on an application filed on or after
December 12, 1980 and before August 27, 1982, in force
beyond twelve years; the fee is due by eleven years and six
months after the original grant .........c.cceeerveenesnereseeesnns 740.00

(h) For maintaining an original or reissue patent, except a
design or plant patent, based on an application filed on or after
August 27, 1982, in force beyond four years; the fee is due by
three years and six months after the original grant:

By a small entity (§ 1.9(f)) «.ccovrcrncrirereccnssesesernnns 245.00
By other than a small entity ......cc.ecovereresnresosrseansens 490.00

(i) For maintaining an original or reissue patent, except a
design or plant patent, based on an application filed on or after
August 27, 1982, in force beyond eight years; the fee is due by
seven years and six months after the original grant:

By a small entity (§ 1.9()) cvveverrrerecervevenraserenneens 495.00
By other than a small entity .......ccceeerrseensesareranarens 990.00

(§) For maintaining an original or reissue patent, except a
design or plant patent, based on an application filed on or after
August 27, 1982, in force beyond twelve years; the fec is due by
eleven years and six months after the original grant:

By a small entity (§ 1.9(6)) .cecorvvrverrersesnsassnnes 740.00

By other than a small entity .........ceeevrcrenerans 1,480.00
(k) Surcharge for paying a maintenance fee during the six-
month grace period following the expiration of three years and
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six months, seven vears and six months, and eleven yearsand six
months afier the date of the original grant of a patent based on
an application filed on or after December 12, 1980 and before
August 27, 1982 ....ccvvnnsmiensmaiinmesssisssieene 120.00
(1) Surcharge for paying a maintenance fee during the six-
month grace period following the expiration of three years and
six months, seven years and six months, and eleven yearsand six
months after the date of the original grant of a patent based on
an application filed on or after August 27, 1982:
By a small entity (§ 1.9(f))
By other than a small €ntity ........coceeeeveevvniensanens 120.00
(m) Surcharge for accepting a maintenance fee after expi-
ration of a patent for non-timely payment of a maintenance fee
where the delay in payment is shown 10 the satisfaction of the

Commissioner to have been unavoidable .........occvrenene 550.00
(n) For filing an application for extension of the term of a
patent (§ L.740) oottt 600.00

fAdded 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982;
paras. (k), (1) & (m) added, 49 FR 34724, Aug. 31, 1984, effective date
Nov. 1, 1984; paras. (c), (f). (g) & (m), 50 FR 9379, Mar. 7, 1985,
effective date May 8, 1985; SOFR 31825, Aug. 6, 1985, effective date
Oct. 5, 1985; 51 FR 28057, Aug. 4, 1986; 52 FR 9394, Mar. 24, 1987,
paras. (2)-(n), 54 FR 6893, Feb. 15, 1989, 54 FR 8053, Feb. 24, 1989,
effective Apr. 17, 1989]

§ 1.21 Miscellaneous fees and charges.
The Patent and Trademark Office has established the fol-
lowing fees for the services indicated:
(a) Registration of attorneys and agents:
(1) For admission to examination for registration to

practice, fee payable upon application ............... $270.00
(2) On registration (0 PraCtiCe .......e.erueverncressrssnrsnans 90.00
(3) For reinstatement tO PractiCe .......cecererarereeressres 10.00
(4) For certificate of good standing as an attorney
OF QZENL .ovvvrrerersserissanisesssrrasssrssesassiosnssansssssssnmossenes 10.00
Suitable for framing ........c.cveveeeeerennrrcessesenersens 100.00
(5) Forreview of decision of the Director of Enrollment and
Discipline under § 10.2(C) ...ocvvervieirnnerisesinnennsesaronssssaes 100.00
(6) For requesting regrading of an examination under §
FO.7(C) cevrvrreernrocsnsansosmssssesnsassessssssssnsnssssesassesessssesssnsans 100.00

(b) Deposit accounts:
(1) For establishing or reinstating a deposit

ACCOUMNE .euvereerrsrisennnrnesessasansrsonssanassronssnsassnennsnssssens 10.00
(2) Service charge for each month when the balance at the
end of the month is below 31,000 ......cccovevereecccccrrencane. 20.00

(3) Service charge for each month when the balance at the
end of the month is below $300 for restricted subscription
deposit accounts used exclusively for subscription order of
patent Copies as ISSUEH ......veeereersererenstssssesiaresssesensanse 20.00

(c) Disclosure document: For filing a disclosure

AOCUIMENL .....oveeererrreenrecnesrnessressarssnessesasssserasesesssssssanses 6.00
(d) Delivery box: Local delivery box rental,
DET NN ceeiuinsnssssnsssmssssesssssssssessssssssssssssssnee 50.00

(e) International-type search reports: For preparing aninter-
national-type search report of an international type search made
at the time of the first action on the merits in & national patent
E:10)5) 1162211 10 )1 OO 30.00

(f) Search of Office records: For conducting an inventor
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search of Office records for a ten-year period........oeee 10.00
(g) CopiShare card: COSt PEr COPY «vvrerernnseraens cosaess 0.15

(h) Forrecording each assignment, agreement or other paper
relating to the property in a patent or application,
DET PIOPETLY.. coevvvecersssscasssssserssesssasssssasarsnsssnassasasasssscossosess 8.00
(i) Publication in Official Gazette: For publication in the Of-
ficial Gazette of a notice of the availability of an application or
a patent for licensing or sale, each application
or patent......
G Foraduphcate or replacement of a permanent Office user
pass (There is no charge for the first permanent
USET PASS) wereeeerssassesrasrsrrsssasstatsssassesaesssasnsasassatestasassasresss 10.00
(k) For items and services, that the Commissioner finds may
be supplied, for which fees are not specified by statute or by this
section, such charges as may be determined by the Commis-
sioner with respect to each such item or service...... Actual cost
(D) For processing and retaining any application abandoned
pursuantto § 1.53(d) unlessthe requiredbasic filing fee has been
PRI eeeeeeetcreseeenerseerserasessecesee s s nsneasaesssnat esssstsansneranans 120.00
(m) For processing each check returned “unpaid” by
..50.00
{Added 47 FR 41274, Sept. 17, 1982, effectlve date 0ct 1,1982;
paras. (b) & (1), 49 FR 553, Jan. 4, 1984, effective date Apr. 1, 1984;
paras. (ﬂzz)(S) & (6) added, 50FR 5171, Feb. 6, 1985, effective date Apr.
8,19857 50 FR 31825, Aug. 6, 1985, effective date Oct. 5, 1985; paras.
(a), ®)(1), (d)-(G), (1)-(m), 54 FR 6893, Feb. 15, 1989, 54 FR 8053, Feb.
24, 1989, 54 FR 9432, March 7, 1989, effective Apr. 17, 1989]

§ 1.22 Fees payable in advance.

(a). Patent and trademark fees and charges payable to the
Patent and Trademark Office are required to be paid in advance,
that is, at the time of requesting any action by the Office for
which a fee or charge is payable with the exception that under
§ 1.53 applications for patent may be assigned a filing date
without payment of the basic filing fee.

(b) All patent and trademark fees paid to the Patent and
Trademark Office should be itemized in each individual appli-
cation, patentor other proceeding in such amannerthatitis clear
for which purpose the fees are paid.

[48 FR 2708, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.23 Method of payment.

All payments of money required for Patent and Trademark
Office fees, including fees for the processing of international
applications (§ 1.445), should be made in U.S. specie, Treasury
notes, national bank notes, post office money orders, or by
certified check. If sent in any other form, the Office may delay
or cancel the credit until collection is made. Money orders and
checks must be made payable to the Commissioner of Patents
and Trademarks. Remittances from foreign countries must be
payable and immediately negotiable in the United States for the
fult amount of the fee required. Money sent by mail to the Patent
and Trademark Office will be at the risk of the sender; letters
containing money should be registered.

[43 FR 20462, May 11, 1978]
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§ 1.24 Coupons.

Coupons in denominations of one dollar and fifty cents for
the purchase of patents, designs, defensive publications, statu-
tory invention registrations, and wademark registrations are
sold by the Patent and Trademark Office for the convenience of
the general public; these coupons may not be used for any other
purpose. The one dollar and fifty cent couponsare sold individu-
ally and in books of 50 with stubs for record for $75.00. These
coupons are good until used; they may be transferred but cannot
be redeemed.

{OMB Control Nos. 0651-0010 & 0651-0014]

{47 FR 41274, Sept. 17, 1982, effective Oct. 1, 1982; 48 FR 2708,
Jan. 20, 1983, effective date Feb. 27, 1983; SOFR 31825, Aug. 6, 1985,
effective Qct. 5, 1985; 51 FR 28057, Aug. 4, 1986]

§ 1.25 Deposit accounts.

(a) For the convenience of attorneys, and the general public
in paying any fees due, in ordering services offered by the
Office, copies of records, eic. deposit accounts may be estab-
lished in the Patent and Trademark Office upon payment of the
fee for establishing a deposit account (§ 1.21(b)(1)). A mini-
mum deposit of $1,000 is required for paying any fee due orin
ordering any services offered by the Office. However, a mini-
mum deposit of $300 may be paid to establish a restricted
subscription deposit account used exclusively for subscription
order of patent copies as issued. At the end of each month, a
deposit account statement will be rendered. A remittance must
be made promptly upon receipt of the statement to cover the
value of items or services charged to the account and thusrestore
the account to its established normal deposit value. An amount
sufficient to cover all fees, services, copies, etc., requested must
always be on deposit. Charges to accounts with insufficient
funds will not be accepted. A service charge (§ 1.21(b)(2)) will
be assessed for each month that the balance at the end of the
month is below $1,000. For restricted subscription deposit
accounts, a service charge (§ 1.21(b)(3)) will be assessed for
each month that the balance at the end of the month is below
$300.

(b) Filing, issue, appeal, international-type search report,
international application processing, petition, and post-issu-
ance fees may be charged against these accounts if sufficient
funds are on deposit to cover such fees. A general authorization
tocharge all fees, or only certain fees, set forthin §§ 1.16 t0 1.18
to a deposit account containing sufficient funds may be filed in
an individual application, either for the entire pendency of the
application or with respect to a particular paper filed. An
authorization to charge to a deposit account the fee for a request
for reexamination pursuant to § 1.510 and any other fees
required in a reexamination proceeding in a patent may also be
filed with the request for reexamination. An authorization to
charge a fee to adepositaccount willnot be considered payment
of the fee on the date the authorization to charge the fee is
effective as to the particular fee to be charged unless sufficient
funds are present in the account to cover the fee.

[OMB Conrrol Nos. 0651-0010 & 0651-0014]

[49FR 553, Jan.4,1984, effective Apr. 1,1984; 47 FR 41274, Sept.
17, 1982, effective Oct. 1,1982; 50 FR 31826, Aug. 6, 1985, effective
Oct. 5, 1985]
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§ 1.26 Refunds.

(a) Money paid by actual mistake or in excess, such as a
payment not required by law, will be refunded, but a mere
change of purpose after the payment of money, as when a party
desires to withdraw an application, an appeal, or a request for
oral hearing, will not entitle a party to demand such a return.
Amounts of one dollar or less will not be returned unless
specifically demanded within a reasonable time, nor will the
payer be notified of such amount; amounts over one dollar may
be returned by check or, if requested, by credit to a deposit
account.

(b) [Reserved]

(c) If the Commissioner decides not to institute a reexami-
nation proceeding, a refund of $1,500 will be made to the
requester of the proceeding. Reexamination requesters should
indicate whether any refund should be made by check or by
credit to a deposit account.

[47 FR 41274, Sept. 17, 1982, effective Oct. 1, 1982; S0 FR 31826
Aug. 6, 1985, effective Oct. 5, 1985; para. (c), 54 FR 6893, Feb. 15,
1989, effective Apr. 17, 1989]

§ 1.27 Statement of status as small entity.

(a) Any person seeking to establish status as a small entity
(§ 1.9(f) of this part) for purposes of paying fees in an applica-
tion or a patent must file a verified statement in the application
or patent prior to or with the first fee paid as a small entity. Such
a verified statement need only be filed once in an application or
patent and remains in effect until changed.

(b) Any verified statement filed pursuant to paragraph (a) of
this section on behalf of an independent inventor mustbe signed
by the independentinventor except as provided in § 1.42,§ 1.43,
or § 1.47 of this part, and must aver that the inventor gualifies
as an independent inventor in accordance with § 1.9(c) of this
part. Where there are joint inventors in an application, each
inventor must file a verified statement establishing status as an
independent inventor in order to qualify as a small entity. Where
any rights have been assigned, granted, conveyed, or licensed,
or there is an obligation to assign, grant, convey, or license, any
rights to a small business concern, a nonprofit organization, or
any other individual, a verified statement must be filed by the
individual, the owner of the small business concern, or an
official of the small business concern or nonprofit organization
empowered to act on behalf of the small business concern or
nonprofit organization averring to their status. For purposes of
a verified statement under this paragraph, a license to a Federal
agency resulting from a funding agreement with that agency
pursuant to 35 U.S.C. 202(c)(4) does not constitute a license as
set forth in § 1.9 of this part.

(c) Any verified statement filed pursuant to paragraph (a) of
this section on behalf of a small business concern must (1) be
signed by the owner or an official of the small business concern
empowered to act on behalf of the concern; (2) aver that the
concern qualifies as a small business concern as defined in §
1.9(d); and (3) aver that exclusive rights to the invention have
been conveyed to and remain with the small business concern,
or if the rights are not exclusive, that all other rights belong to
small entities as defined in § 1.9. Where the rights of the small
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business concern as a small entity are not exclusive, a verified
statement must also be filed by the other small entities having
rights averring to their status as such. For purposes of a verified
statement under this paragraph, a license to a Federal agency
resulting from a funding agreement with that agency pursuant (o
35U.8.C. 202(c)(4) does not constitute a license as set forth in
§ 1.9 of this part.

(d) Any verified statement filed pursuant to paragraph (a) of
this section on behalf of a nonprofit organization must (1) be
signed by an official of the nonprofit organization empowered
toactonbehalf of the organization; (2) aver that the organization
qualifies as a nonprofit organization as defined in § 1.9(e) of this
part specifying under which one of § 1.9(e)(1), (2), (3), or (4) of
this part the organization qualifies; and (3) aver that exclusive
rights to the invention have been conveyed to and remain with
the organization or if the rights are not exclusive, that all other
rights belong to small entities as defined in § 1.9 of this part.
Where the rights of the nonprofit organization as a small entity
are not exclusive, a verified statement must also be filed by the
other small entities having rights averring to their status as such.
For purposes of a verified statement under this paragraph, a
license to a Federal agency resulting from a funding agreement
with that agency pursuant to 35 U.S.C. 202(c)(4) does not
constitute a conveyance of rights as set forth in this paragraph.

[OMB Control No. 0651-0011]

47FR 40139, Sept. 10, 1982, added effective Oct. 1, 1982; para. (c)
added, 47 FR 43276, Sept. 30, 1982; paras. (b), (c), & (d), 49 FR 553,
Jan. 4, 1984, effective Apr. 1, 1984]

§ 1.28 Effect on fees of failure to establish status, or
change status, as a small entity.

(a) The failure to establish status as a small entity (§§ 1.9()
and 1.27 of this part) in any application or patent prior to paying,
or at the time of paying, any fee precludes payment of the fee in
the amount established for small entities. A refund pursuant to
§ 1.26 of this part based on establishment of small entity status,
of a portion of fees timely paid in full prior to establishing status
as a small entity may only be obtained if a verified statement
under § 1.27 and a request for a refund of the excess amount are
filed within two months of the date of the timely payment of the
full fee. The two month time period is not extendable under §
1.136. Status as a small entity is waived for any fee by the failure
to establish the status prior to paying, at the time of paying, or
within two months of the date of payment of, the fee. Status as
a small entity must be specifically established by a verified
statement filed in each application or patent in which the status
is available and desired, except those applications filed under §
1.60 or § 1.62 of this part where the status as a small entity has
beenestablished in a parent application and is still proper. Once
status as a small entity has been established in an application or
patent, the status remains in that application or patent without
the filing of a further verified statement pursuant to § 1.27 of this
part unless the Office is notified of a change in status. Status as
a small entity in one application or patent does not affect any
other application or patent, including applications or patents
which are directly or indirectly dependent upon the application
or patent in which the status has been established, except those
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